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De Facto Abandonment of Territoriality:
Protection of (Not-So-) Well-Known
Foreign Trademarks in Japan and the
United States
By RYOTA CHARLES GOTO*
Introduction
Imagine the following scenario: You are a proud owner of a
trademark' that is well-known in the United States but is completely
unknown in Japan. The KRISPY KREME trademark is a suitable example.2
A Japanese entrepreneur, on a business trip to New York, is offered some
tasty Krispy Kreme doughnuts by his American business partner and, as it
was for millions before him, it is love at first bite! He takes home with
him, as a souvenir, a sheet of napkin adorned with the "Krispy Kreme"
logo. Once back in Japan, the well-traveled entrepreneur has lunch with
his friend, an IP attorney, and shares with him his story of coming across
the best-tasting doughnuts in the world, showing him the napkin he had
brought back. Back in his office, the IP attorney performs a trademark
search for his friend and after making sure that no trademark that is
identical or similar to it has been registered in Japan, registers the KRLSPY
KPEME trademark on his friend's behalf. If the Krispy Kreme Doughnut
* J.D. Candidate, University of California, Hastings College of the Law, 2005; B.A.,
University of California, Berkeley, 2001. The author would like to thank Professor
Margreth Barrett, John Kakinuki, Esq., P. Landon Moreland, Esq., and Masako Nishimura,
Esq. for their helpful comments, and Suzy Hong, Yuriko Kitayama, and the HICLR staff for
their editorial assistance,
1. The terms "trademark(s)" and "mark(s)" will be used to refer generally to both
trademarks and service marks throughout this note, except where expressly indicated
otherwise.
2. The Krispy Kreme Doughnut Corporation, headquartered in Winston-Salem, North
Carolina, was founded in 1937. As of October 2004, the KRisPY KREME trademark is neither
well-known nor does it enjoy any kind of reputation in Japan. The author is not affiliated
with the Krispy Kreme Doughnut Corporation.
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Corporation subsequently decides to expand its operations to Japan, who
will be deemed the rightful owner of the KRISPY KREME trademark with
respect to the Japanese market? What if, conversely, an American
entrepreneur comes across a particularly appealing trademark while on a
trip to Japan, begins to use an identical or similar trademark in the United
States and obtains a federal registration, all before the Japanese trademark
owner is able to either use or register the trademark in the United States?
The purpose of this note is twofold. It will analyze the strength of
protection, or lack thereof, afforded to foreign trademarks in the United
States and to propose improvements on the current state of the law. To that
end, the note will also explore in what manner, and to what extent, foreign
trademarks are protected under the Japanese Trademark Law (JTL) and
Unfair Competition Prevention Law (UCPL), with a particular emphasis on
the effectiveness of JTL Article 4(1)(xix). 3 This note will argue that it
behooves any country seeking to improve its protection of foreign
trademarks to treat JTL Article 4(l)(xix) as a model provision.
The first section of this note provides brief overviews of the
international,4 United States', and Japanese6 laws concerning the
protection of famous and well-known foreign trademarks. The second
section will focus on JTL Article 4(l)(xix) and the effect this provision has
had on the protection of foreign trademarks in Japan, as interpreted and
applied by the judiciary. The third section will set forth policy
considerations in favor of the U.S. judiciary and/or legislature taking the
following courses of action: (1) overruling the often-criticized holding in
Person's v. Christman,7 and (2) adopting an approach similar to JTL
Article 4(1)(xix) in which effectively protecting the rights of foreign
trademark owners is properly recognized to be a more worthy end than
staunchly defending the eroding doctrine of territoriality.
3. Shrhyh6 [Trademark law], Law No. 127 of 1959, art. 4, no. 1-19.
4. See generally Ludwig Baeumer, International Legislative History within the
Framework of WIPO, and the Recognition and Protection of Famous and Well-Known
Marks, in FAMOUS AND WELL-KNOWN MARKS 125-50 (Frederick Mostert ed., 1997).
5. See generally David W. Ehrlich & Ronald J. Lehrman, United States, in FAMOUS
AND WELL-KNOWN MARKS 423-62 (Frederick Mostert ed., 1997).
6. See generally Teruo Doi, Japan, in FAMOUS AND WELL-KNOWN MARKS 343-66
(Frederick Mostert ed., 1997) (note, however, that Article 4(1)(xix) had just been enacted
and had not yet become effective).
7. 900 F.2d 1565 (Fed. Cir. 1990).
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I. Background on the International Law Concerning the
Protection of Famous and Well-Known Trademarks
Trademark law has historically been based on the doctrine of
territoriality, the view that "a trademark has a separate existence in each
sovereign territory in which it is registered or legally recognized as a
mark.",8 However, this view is increasingly anachronistic, considering that
the vast majority of countries in the world are now a part of a global
economic market, 9 especially with the advent of the internet and electronic-
commerce. Article 6bis of the Paris Convention 0 addressed for the first
time the need to protect well-known foreign trademarks. Article 6bis of the
Paris Convention reads, in relevant part:
The countries of the Union undertake ... to refuse or to cancel the
registration and to prohibit the use of a trademark which constitutes a
reproduction, an imitation, or a translation, liable to create confusion, of
a mark considered.., to be well-known in that country as being already
the mark of a person entitled to the benefits of this Convention and used
for identical or similar goods .... I I(emphases added).
In many regards, Article 6bis was perceived to be insufficient in
preventing trademark piracy. 12  First, this provision only applied to
trademarks and thus, protection was not extended to service marks.'
3
Second, the trademark to be protected had to be used on identical or similar
goods to qualify for protection. 14 Third, there was no guidance on how to
determine which trademarks were well-known. 15  Fourth, and most
important for the purpose of this note, the trademark to be protected had to
be well-known in the country where protection was sought rather than in
the country of origin.'
6
Most of the aforementioned shortcomings of Article 6bis were
addressed in Articles 16(2) and 16(3) of the Agreement on Trade-Related
8. J. Thomas McCarthy, Foreword to FAMOUS AND WELL-KNoWN MARKS, at vi
(Frederick Mostert ed., 1997).
9. Id.
10. Paris Convention for the Protection of Industrial Property, March 20, 1883, art.
6bis, 21 U.S.T. 1583, 828 U.N.T.S. 305.
11. Id.
12. NOBUYUKI MATSUBARA, PROTECTION OF WELL-KNOWN AND FAMOUS TRADEMARKS
5 (Japan Patent Office, Asia-Pacific Industrial Property Center, JIII, 1999), at
<http://www.apic.jiii.or.jp/pftext/index.htm> (visited, Feb. 14, 2004).
13. Id. at 4.
14. Id.
15. Id. at 7.
16. Id. at 4.
2004)
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Aspects of Intellectual Property Rights, Including Trade in Counterfeit
Goods (the TRIPs Agreement).17 Article 16(2) of the TRIPs Agreement
reads:
Article 6bis of the Paris Convention (1967) shall apply, mutatis
mutandis, to services. In determining whether a trademark is well-
known, Members shall take account of the knowledge of the trademark
in the relevant sector of the public, including knowledge in the Member
concerned which has been obtained as a result of the promotion of the
trademark'8 (emphases added except for "mutatis mutandis").
This provision is a significant improvement over Article 6bis because
it (1) extends the application of 6bis to service marks, 19 (2) stipulates that a
mark need not be well-known to the public at large but only to those that
belong in the "relevant sector of the public" with regard to the goods or
services in question,20 and (3) suggests that there need not be actual use of
the trademark in the country where protection is sought, provided that it
had become well-known "as a result of the promotion of the trademark.",2'
In addition, Article 16(3) of the TRIPs Agreement reads:
Article 6bis of the Paris Convention (1967) shall apply, mutatis
mutandis, to goods or services which are not similar to those in respect
of which a trademark is registered, provided that use of that trademark in
relation to those goods or services would indicate a connection between
those goods or services and the owner of the registered trademark and
provided that the interests of the owner of the registered trademark are
likely to be damaged by such use22 (emphasis added except for "mutatis
mutandis").
This provision applies to the protection of trademarks against use for
dissimilar goods or services when the use of a trademark indicates a
connection with the foreign trademark owner, and where there is likelihood
that the interests of the foreign trademark owner will be damaged. 3
However, this provision merely establishes a minimum standard of
protection, and a country is free to impose less-stringent conditions for a
17. Agreement on Trade-Related Aspects of Intellectual Property Rights, Including
Trade in Counterfeit Goods (TRIPs Agreement), opened for signature Apr. 15, 1994, arts.
16(2), 16(3), 1869 U.N.T.S. 299, 306-07 (1995).
18. Id., art. 16(2).
19. Baeumer, supra note 4, at 139.
20. Erlich & Lehrman, supra note 5, at 27.
21. Id. at 29-30.
22. TRIPs Agreement, supra note 17, article 16(3).
23. Baeumer, supra note 4, at 147.
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trademark to qualify for protection.24 In other words, a country is free to
require only one of the two conditions to be met (instead of both
conditions) to qualify for protection. 25  A country could also extend
protection to trademarks that are not well-known, but merely known. On
the other hand, a country could not require a degree of reputation exceeding
that of "well-known" (i.e. fame) in order to qualify for protection.26
There are concerns about the effectiveness of Article 16(3) as a
measure against trademark piracy because the provision expressly refers
only to registered trademarks.27 Thus, the provision would seem not to
apply to unregistered well-known foreign trademarks that may fall victim
to opportunistic trademark piracy.
28
II. Background on U.S. Law Concerning the Protection of
Famous and Well-Known Foreign Trademarks
The United States is a signatory to the Paris Convention and the
TRIPs Agreement, and is in compliance with Article 6bis and Articles
16(2) and (3), respectively. 29 However, it has failed to offer protection that
goes above and beyond the minimum protections required by the
international agreements, at least in cases where the foreign trademark is
well-known only outside of the United States.30
In Person's Co. v. Christman,31 Larry Christman, a U.S. citizen and an
employee of a sportswear wholesaler, purchased several clothing items
bearing the PERSON'S logo from a Person's Co. retail store while on a
business trip to Japan.32 Upon returning to the United States, Christman
produced his own clothing articles with the PERSON'S logo and sold them
to sportswear retailers in the northwestern United States.3 3  Shortly




27. TRIPs Agreement, supra note 17, article 16(3); Christopher Heath, Protection of
Well-known Marks and Prevention of Trade Mark Piracy, in THE PROTECTION OF WELL-
KNOWN MARKS IN AsIA 7 (Christopher Heath & Kung-Chung Liu eds., 2000).
28. But see Annette Kur, TRIPs and Trademark Law, in FROM GATT TO TRIPs 108
(Friedrich-Karl Beier & Gerhard Schricker eds., 1996) (mentions that the reference to
registered trademarks was simply a drafting error).
29. Ehrlich & Lehrman, supra note 5, at 424.
30. Id. at 437-39.
31. 900 F.2d 1565.
32. Id. at 1567.
33. Id.
2004]
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registration for the PERSON'S trademark for use on wearing apparel.34
Meanwhile, Person's Co. began exporting its goods to the United States,
and applied for and was granted a federal trademark registration for the
PERSON'S trademark for use on luggage, clothing, and accessories, but only
after Christman had already begun selling his products.35  Person's Co.
brought an action to cancel Christman's trademark registration and
Christman counterclaimed to have Person's Co.'s trademark registration
cancelled.36 The Federal Circuit Court of Appeals affirmed the decision of
the Trademark Trial and Appeal Board, holding that the prior use of a
trademark must be established in the United States and not in a foreign
country.37 The Court also held that "an inference of bad faith requires
something more than mere knowledge of prior use of a similar mark in a
foreign country," noting that the PERSON'S trademark was not known in the
United States when Christman initiated its use and thus had no attaching
goodwill either.3 8
Although Person's Co. asserted that the junior user of a trademark
should be barred from obtaining superior rights over the senior user if the
junior user actually knew of the senior user's prior use at the time the
trademark is adopted, the Court rejected this claim by noting that the
classification of "senior user" and "junior user" is determined by use in the
United States.39 Thus, the Court considered Christman to be the senior user
notwithstanding the fact that he had admittedly appropriated the trademark
from the Japanese company.
The Court did mention in dicta "some case law supporting a finding of
bad faith where (1) the foreign trademark is famous (in the United States)
or (2) the use is a nominal one made solely to block the prior foreign user's
planned expansion into the United States [.],, 40  However, these narrow
exceptions to the doctrine of territoriality provide woefully inadequate
protection of foreign trademarks. 4 '
Since Person's, U.S. courts have generally followed the approach
taken by the Federal Circuit Court of Appeals, repeatedly citing Person's
34. Person's, 900 F.2d at 1567.
35. Id.
36. Id.
37. Id. at 1568-69.
38. Id. at 1569-70.
39. Id. at 1569 (distinguishing the facts in the present case from those of Woman's
World Shops Inc. v. Lane Bryant Inc., 5 USPQ 2d 1985 (TTAB 1988)).
40. Id. at 1570.
41. See infra Part H.
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with approval.42 The Fourth Circuit did distinguish the "use in commerce"
requirement for service marks from that of trademarks used on goods.43 In
that case, the Court protected a foreign service mark that was used on
advertisements in the United States but only used for rendering services
abroad.44 Nevertheless, most courts continue to follow the precedent in
Person's.
Article 7 of the Pan-American Convention45 adopts a far more
progressive approach, giving preferential rights to a plaintiff to register or
use a trademark if the defendant simply knew of the prior use in another
member nation; the plaintiff need not show that the trademark was well-
known anywhere.46 However, the impact of this treaty is obviously
diminished by the fact that it only applies to the signatories to the Pan-
American Convention, i.e., the United States and a handful of Latin
American nations.47
III. Background on Japanese Law Concerning the Protection of
Famous and Well-Known Trademarks
Japan is a signatory to both the Paris Convention and the TRIPs
Agreement, and its trademark and unfair competition laws are in full
compliance with Article 6bis and Articles 16(2) and 16(3).48 In fact, the
JTL provides protection to well-known or famous trademarks that is above
and beyond what is mandated by international agreements.49
In Japan, trademark rights generally arise upon registration.5 °
However, Articles 3 and 4 of the JTL enumerate various types of
trademarks that are ineligible for registration. 51 Even before Article
4(1)(xix) became effective, various provisions of the JTL combined to
provide adequate protection of famous and well-known foreign trademarks,
42. E.g., Buti v. Impressa Perosa, 139 F.3d 98 (2d Cir. 1998); Grupo Gigante v. Dallo,
119 F. Supp. 2d 1083 (C.D. Cal. 2000).
43. Int'l Bancorp v. Socirt6 des Bains de Mer et du Cercle des Etrangers a Monaco, 329
F.3d 359, 374-75 (4th Cir. 2003).
44. Id. at 359-60.
45. Pan-American Convention, Feb. 20, 1929, art. 7, 46 Stat. 2907, 2918.
46. Ehrlich & Lehrman, supra note 5, at 438.
47. Ehrlich & Lehrman, supra note 5, at 437 n.58 ("The contracting states for the Pan-
American Convention are Brazil, Colombia, Cuba, the Dominican Republic, Guatemala,
Haiti, Honduras, Nicaragua, Panama, Paraguay, Peru, and the United States.")
48. Doi, supra note 6, at 343.
49. Id.
50. Trademark law, supra note 3, art. 18.
51. Id. arts. 3, 4.
20041
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namely Articles 4(1)(vii), 12 4(1)(X),5 3 4(1)(XV),54 and 64."
Under Article 4(1)(vii), trademarks that may adversely affect "public
order or good morals" are ineligible for registration.56 Although this
provision is often used to reject obscene trademarks or "generic words
needed by people to appropriately describe public systems or
methodologies, 57 it can also be used to deny the registration of a
trademark where there is bad faith on the part of the registrantf 8  For
example, such bad faith may be found where a trademark is registered with
the intent of forcing the rightful trademark owner to grant exclusive
distributorship in Japan.59
Under Article 4(l)(x), trademarks that are identical or similar to a
widely-recognized 60 trademark used for identical or similar goods or
services are ineligible for registration. 61  Although the Examination
Guidelines explicitly stipulate that the trademark must be widely-
recognized among consumers in Japan,62 the Tokyo High Court held that a
trademark widely-recognized in a foreign country may also be deemed
widely-recognized in Japan through media publicity, notwithstanding the
virtual absence of actual use of the trademark in the Japanese market. 63 It
52. Trademark law, supra note 3, art. 4, no. 1-7.
53. Id. art. 4, no. 1-10.
54. Id. art. 4, no. 1-15.
55. Id. art. 64.
56. Id. art. 4, no. 1-7; Doi, supra note 46, at 359.
57. KENNETH L. PORT, JAPANESE TRADEMARK JURISPRUDENCE 61 (1998). (Prof Port
refers to a Tokyo High Court case in which fanciful titles such as Dr. of Patent Architecture,
Dr. of Patent Medicine, Dr. of Patent Economics, etc. were found to be unregistrable
because it would adversely affect the maintenance of order in the distribution of goods as
well as the interest of the public to be free from confusion.)
58. Masako Nishimura, Shahy6h6 4(1)(xix) no 'fusei no mokuteki" ["Bad-faith" under
JTL Article 4(1)(xix)], CIPIC Journal Vol. 134, available at <www.tomita-
mishina.com/001/00100003.htm>.
59. Id. (reference to the Duceram case, Dec. 22, 1999, Tokyo High Court, available at
<courtdomino2.courts.go.jp/chizai.nsf/ListviewO1/31736D12084943ED49256A7700082D 1
8/?OpenDocument>).
60 "Widely recognized" ("hiroku ninshiki sareteiru") trademarks seem to refer to both
"famous" ("chomei/yumeP') and "well-known" ("shchi") trademarks, see JPO Trademark
Examination Guidelines, 42.25. Though none of the three terms are explicitly defined,
"famous" is clearly a higher level of reputation than "well-known." "Widely recognized,"
therefore, seems to be a more general term that encompasses both "famous" and "well-
known."
61. Trademark law, supra note 3, art. 4, no. 1-10; Doi, supra note 6, at 357.
62. JPO Trademark Examination Guidelines, Chapter III, Section 4(l)(x), Note 2; Doi,
supra note 6, at 348.
63. Computerworld case, 1430 HANREI JIHO 116 (Feb. 26, 1992, Tokyo High Court);
Doi, supra note 6, at 354.
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could be said that such "reputation-without-use ' 64 situations were grounded
on the legal fiction that the trademark enjoyed derivative, widely-
recognized status in Japan.
Under Article 4(1)(xv), trademarks that may cause consumer
confusion are ineligible for registration.65 This provision is not limited to
trademarks used for identical or similar goods or services, provided that
confusion of a "managerial or organizational relationship" is likely to
occur.
6 6
Article 64 establishes the defensive mark registration system. Under
this system, widely-recognized marks may be registered as defensive marks
in relation to goods or services that are not listed in the original
registration, so long as there is a possibility of confusion.67  Once a
defensive mark registration is obtained, the mark becomes ineligible for
registration by others. 68 Also, it is important to note that the term "widely-
recognized" in relation to defensive marks is actually interpreted to mean
"famous."
69
Defensive marks are unique because there is no obligation to use
them, as is required of ordinary trademarks. 70 The benefits of owning a
defensive mark include the presumption of the trademark's well-known
status in Japan, thereby reducing both uncertainty and attorneys' fees, and
the ability of a defensive mark owner to bring an action for both injunction
and infringement. 71 If the owner of the original registered mark does not
own a defensive mark, an action for injunction may nonetheless be brought
under the UCPL, but an action for damages may not. 2
The UCPL prohibits the unauthorized use of famous and well-known
indicators of business, even if they are unregistered.73 Under Article
2(1)(i), using an indication of goods or other matter (e.g., name, trade
64. Ehrlich & Lehrman, supra note 5, at 437.
65. Trademark law, supra note 3, art. 4, no. 1-15; PORT, supra note 57, at 118.
("Trademarks which may cause confusion regarding the goods or services related to
another's business . . . excluding [those falling under Articles 4(l)(x) through 4(1)(xiv)]"
shall not be eligible for registration.)
66. Doi, supra note 6, at 362. See also Ryota Charles Goto, Imitators Beware! The
"Likelihood of Confusion" Standard is Expanded in Japan, TRADEMARK WORLD
(forthcoming Dec. 2004).
67. Trademark law, supra note 3, art. 4, no. 1-64; PORT, supra note 57, at 23-24.
68. Trademark law, supra note 3, art. 4, no. 1-12.
69. Doi, supra note 6, at 347.
70. MATSUBARA, supra note 12, at 13.
71. Id. at 12-13.
72. Id. at 13.
73. Heath, The Protection of Well-known Marks in Japan, supra note 27, at 72.
2004]
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name, trademark, mark, container, trade dress, etc.) that is identical or
similar to that of another person that is well-known is considered to be an
act of unfair competition.74 Under Article 2(l)(ii), using an indication
identical or similar to that of another person that is famous is considered to
be an act of unfair competition.75 Under Article 2(1)(ii), there is no need to
prove present consumer confusion or any risk of consumer confusion in the
future.76
IV. Case Decided Before Article 4(1)(xix)
A. The Computerworld case
The plaintiff, publisher of Computerworld newspaper, brought an
action to invalidate the defendant's trademark registration for
COMPUTERWORLD. 7 7 Although the JPO rejected the plaintiffs claim, the
Tokyo High Court reversed on appeal. 78 The Tokyo High Court, which
hears all appeals from the JPO administrative appeals, 79 held that a well-
known U.S. trademark, COMPUTERWORLD, was also well-known in Japan,
not because it developed well-known status through its own use in Japanese
commerce but because its well-known status in the U.S. and throughout the
world was repeatedly reported and referred to in various Japanese
computer-related publications.8" The Court justified this holding by
pointing out that one of the purposes of enacting Article 4(l)(x)
(concerning well-known marks) was preventing consumer confusion
regarding the source of goods.81 As such, the Court reasoned that it should
not matter whether the COMPUTERWORLD trademark became well-known
in Japan through its use as a trademark in Japan or through those in the
relevant sector learning of its well-known status abroad.82
74. Fusei Ky6s6 B6shih6 [Unfair competition prevention law (UCPL)], Law No. 47 of
1993, art. 2, no. 1-1; Doi, supra note 6, at 353.
75. UCPL, supra note 73, art. 2, no. 1-2; Doi, supra note 6, at 353.
76. MATSUBARA, supra note 12, at 16.
77. Computerworld, supra note 63 at 117.
78. Id. at 117-18.
79. PORT, supra note 57, at 109. But see John Kakinuki & Ryota Charles Goto, Getting
Technical - Japan's new Intellectual Property High Court, 165 PATENT WORLD 15 (Sept.
2004) (The three IP divisions of the Tokyo High Court currently have exclusive appellate
jurisdiction over most IP cases. After the IP High Court Law comes into effect in April
2005, jurisdiction over such cases will be transferred to the IP High Court.)
80. Computerworldat 120-21.
81. Id. at 121
82. Id.
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Prior to Computerworld, the application of Article 4(1)(x) had
generally been limited to marks that were well-known among consumers in
Japan, as opposed to marks that were only well-known to consumers
outside of Japan. 83 Thus, Computerworld was quite significant in that it
held that a foreign trademark could be found to be well-known in Japan
despite minimal actual use of the trademark in commerce. 84 Because of
increased overseas traveling and ease in accessing foreign media via the
internet and satellite TV, many foreign trademarks are well-known among
particular segments of Japanese consumers even before these goods or
services penetrate the Japanese market. Computerworld served as an early
indicator that foreign marks that have rarely or never been used in Japan,
but nevertheless are well-known in Japan through some other means, would
be protected from trademark piracy by liberally interpreting the meaning of
"well-known in Japan."
However, Computerworld did not address the appropriation of foreign
trademarks that are either not well-known or completely unknown in Japan
despite being well-known abroad. Such a scenario is especially likely to
occur when a trademark is relatively new and has not had the opportunity
to be promoted in foreign markets; a trademark is well-known in a
relatively obscure country; or when a foreign trademark, despite its well-
known status abroad, receives scant media coverage in Japan because of
the general lack of demand for such goods or services, at least at that
particular time.
V. Overview of Article 4(1)(xix)
Article 4(l)(xix) "is considered to be the most progressive provision
... throughout the world with respect to decreasing troublesome
requirements and conditions for the true owners of such well-known and
famous trademark rights., 85 Article 4(1)(xix) 86 provides that:
A trademark which is identical or similar to a trademark that is widely
recognized among consumers either in Japan or abroad as indicating the
goods or services of another's business and that is used with dishonest
intent (e.g. gaining dishonest profits, causing harm to another, and other
types of dishonest intent) is ineligible for registration.
87
To succeed on an Article 4(1)(xix) claim, a trademark owner must
83. PORT, supra note 57, at 62.
84. Id.
85. MATSUBARA, supra note 12, at 11.
86. Trademark law, supra note 3, art. 4, no. 1-19.
87. Id. (translated by the author).
2004]
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prove that (1) the trademark in question is widely recognized (i.e., at least
well known) 88 and (2) there was bad faith (i.e. dishonest intent) 89 on the
part of the registrant.
90
A discussion of cases decided pursuant to Article 4(1)(xix) is followed
by an in-depth analysis of the provision as interpreted by the judiciary.
VI. Cases decided pursuant to Article 4(1)(xix)
A. The iOffice2000 case
The Microsoft Corporation filed an opposition to the registration of
the trademark iOFFICE2000 and the JPO held that the trademark had been
improperly registered in violation of Article 4(1)(xix). 91 The Tokyo High
Court affirmed this decision on appeal.92  Although the trademark
iOFFICE2000 was registered before Microsoft Corp. ever used its
OFFICE2000 trademark in Japan, the Court held that its mark had become
famous in both the United States and Japan by the time the trademark
iOFFICE2000 was registered. 93  The Court determined that upon official
announcements in both the United States and Japan that the next version in
the Microsoft Office line of products was going to be named "Office2000,"
the trademark OFFICE2000 immediately inherited the fame achieved by its
predecessor marks, OFFICE95, OFFICE97, and OFFICE98.94 The Court
essentially presumed bad faith and specifically the intent to free-ride on the
fame of Microsoft's OFFICE2000 trademark, simply because the registrant
was a company in the computer software industry and the aforementioned
announcements had already been made by Microsoft and its Japanese
subsidiary.95 In addition, the Court noted the threat of dilution of the
OFFICE2000 trademark, especially because the products were so closely
88. See supra note 60.
89. In the interest of facilitating the comparative analysis between the JTL and
international agreements such as the Paris Convention and the TRIPs Agreement, the term
"fusei no mokuteki ' will be translated as "bad faith" instead of equally appropriate terms
such as "dishonest intent," "predatory intent," "illicit purposes," or "unfair purposes."
90. Trademark law, supra note 3.
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related (groupware96 vs. office software).97
The significance of this case is that the Court presumed bad faith on
the part of the registrant merely because Microsoft had already made an
announcement concerning its intent to use the name "Office2000" for the
next version in its line of Office products. The fact that the OFFICE2000
trademark was neither coined (i.e. fanciful) nor inherently distinctive
should have helped the registrant's cause and, in that light, the Court
seemed rather eager to presume bad faith. In addition, although the Court
uses the term "famous" throughout its opinion, it is safe to assume that the
Court meant that the OFFICE2000 trademark was well-known. Even if the
Court was making a conscious choice to use the term "famous" rather than
"well-known," the Etnies case 98 leaves no doubt that the correct term that
should have been used for purposes of Article 4(l)(xix) is "well-known."
B. The Etnies case
A former skateboard champion and creator of the Etnies brand
brought an action to invalidate the registration of the trademark ETNIES.99
The JPO voided the trademark ETNIES because it was registered in violation
of Article 4(l)(xix) and the Tokyo High Court affirmed this decision. 100
The Court stated that Article 4(1)(xix) applied to trademarks that are
"widely recognized" and explicitly stated that they did not need to be
famous.'01 The Court stated that even if the classification of a trademark as
either well-known or famous were to affect the applicability of Article
4(1)(xix), it would only be relevant as one of the factors in finding bad
faith.' 02
The Court then determined that the trademark was widely-recognized
in Japan, relying on evidence that Etnies had been negotiating with five
Japanese skateboard equipment companies, including the registrant, all of
who had received sample products such as shoes, T-shirts, and leather
jackets.
10 3
96. Software that is used by a group for increased efficiency and productivity, often in
an office setting (e.g. Lotus Notes).
97. Judgment of Nov. 20, 2001, Tokyo High Court,.
98. Etnies case (Oct. 8, 2002, Tokyo High Court), available at
<http://courtdomino2.courts.go.jp/chizai.nsf/Listview01/BBAA08A3F278358449256CA60
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Although the Japanese company claimed that a trademark must be
widely-recognized by the general public throughout an entire country to
qualify for Article 4(1)(xix) protection, the Court found that well-known
status among companies in the relevant sector was sufficient.1
0 4
In addition, the Court held that a trademark need not be well-known
with respect to a particular good or service in order to qualify for Article
4(l)(xix) protection. 10 5 The Court reasoned that Article 4(l)(xix) was
enacted for the purpose of preventing not only free-riding on investments
but also dilution and "pollution" (i.e., tarnishment). 10 6 Accordingly, it
stated that there was no requirement of showing a likelihood of confusion
as in Article 4(1)(xv), and that registering a well-known foreign trademark
for identical or similar goods or services was merely one of the factors to
be considered in determining the existence of bad faith.
10 7
The Court also found that the registrant had acted in bad faith, relying
on the fact that it had requested sample products from Etnies before
registering the trademark and, after registration, proceeded to use the
trademark right as a bargaining chip in requesting an exclusive
distributorship in Japan. l08
This case makes two clarifications to the express statutory language of
Article 4(l)(xix). First, the foreign trademark has to be merely well-
known; fame is not required. Many commentators have used these terms
haphazardly or interchangeably,' 0 9 but this decision by the Court leaves no
doubt that there is indeed a distinction between famous and well-known
marks under the JTL. This distinction is critical in providing adequate
protection for those trademarks that are either not yet able to meet the lofty
standards of fame or will never become famous because they serve niche
markets. Although the demarcation line between famous and well-known
marks remains undefined, it is significant that the Court at least made it
clear that there is a line separating the two levels of recognition and
reputation.
Second, the purpose of Article 4(l)(xix) is not limited to preventing
free-riding on investments, but also includes preventing dilution and
tamishment. Consequently, likelihood of confusion need not be shown, as
is required by Article 4(l)(xv), and well-known foreign trademarks are to
104. Id.
105. Id.
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be protected from trademark piracy in relation to not only similar goods or
services, but dissimilar goods or services as well.
C. The ZANOTTA/SACCO case
Zanotta Societa per Azioni filed an opposition to the registration of the
trademarks ZANOTTA and SACCO. 1"0 The JPO voided the trademarks
ZANOTTA and SACCO because they were registered in violation of Article
4(1)(xix) and the Tokyo High Court affirmed this decision.1 1' The Court
found that the trademarks were well-known or famous with regard to
furniture both in Japan and in Italy, notwithstanding the fact that the Italian
company's market share in the Italian furniture sector amounted to a mere
0.2% and ranked a lowly 20th according to revenues. 112 The Court found it
significant that the goods at issue in this case were furniture. Furniture
tends to be relatively expensive and consumers shopping for furniture are
likely to be sophisticated and informed about the wide range of choices in
design, color, and price. 13 Combined with the fact that its unique design
had garnered many awards and some of its works were permanently
displayed in museums in New York and Munich, the Court determined that
the trademarks were widely-recognized in both Japan and Italy. 
14
The Court also found that both trademarks were registered in bad faith
because, by the time the trademark applications were filed, the Italian
company had already expressed the intent to terminate its long-standing
supply contract with the registrant." 5 Thus, the Court found bad faith on
the part of the registrant because it could not reasonably believe that the
Italian company would have consented to such action by the registrant. 16
The standard for "well-known" was further lowered in this case, as
explained above.
Moreover, it is questionable whether the nature of the goods in this
case was of such unique character that it warranted special treatment by the
Court in its analysis of the "widely-recognized" requirement. A reasonable
person could conclude that sophisticated and highly-informed consumers of
big-ticket items would be less likely to be fooled by such blatant trademark
110. Zanotta/Sacco case, (Mar. 14, 2002, Tokyo High Court), available at
<http://courtdomino2.courts.go.jp/chizai.nsf/Listview l/7DC72427B89A95F849256BE200
353BCC/?OpenDocument>.
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piracy and thus would require less protection from the Court. For example,
it would only take one article or perhaps an explanatory advertisement by
the true owners to expose the registrants for what they were - trademark
pirates - and highly-informed consumers are, by definition, those who
would be knowledgeable about the industry.
D. The MANHATTAN PORTAGE cases
Manhattan Portage Ltd. (Manhattan), a manufacturer of carrying bags,
brought separate trademark invalidation proceedings against K.K. Leisure
Products and its then-CEO (collectively, Leisure Products), alleging that
their registered trademarks in Japan were identical or very similar to its
trademark that was already well-known in the United States at the time of
registration.' 17 At issue in the two cases were three trademarks: (1) a
combination trademark consisting of a graphic design resembling the
Manhattan skyline and the words MANHATTAN PORTAGE directly
underneath,' 18 (2) the aforementioned graphic design alone without the
text, 1 19 and (3) a trademark consisting of a graphic design resembling a
three-dimensional rendering of the Manhattan skyline and the words
MANHATTAN PASSAGE directly underneath. 20 The JPO voided all three
trademarks because they were registered in violation of Article 4(1)(xix)
and the Tokyo High Court affirmed these decisions. 12' The Court arrived at
this conclusion by finding that Manhattan's trademark 22 was well-known
"at least among those in the United States who dealt with bags and
consumers of such products,"'' 23 and that there was bad faith because
Leisure Products was trying to import Manhattan's products to Japan, fully
aware that they were widely-recognized among consumers and retailers in
the relevant sector in the United States, and registered the virtually-
identical trademarks once their negotiations fell apart. 1
24
For the first time in applying Article 4(1)(xix), the Tokyo High Court
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118. See Figure 1 (Table).
119. See Figure 2 (Table).
120. See Figure 3 (Table).
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relied exclusively on a foreign trademark's widely-recognized status
abroad. This is significant because, where trademarks are determined to be
well-known or famous abroad, the Court usually finds that such trademarks
are also well-known or famous in Japan through media coverage or
spillover advertising.125 Even though this is not a bad approach per se and
is a means to an end, it had called into question whether a trademark that
was widely-recognized abroad but had absolutely no reputation in Japan
would actually be protected in strict conformity to the express language of
Article 4(1)(xix) and the Examination Guidelines.
126
The bad faith requirement was again met with relative ease. In fact, it
seems to require little more than a registrant's actual or constructive
knowledge that the foreign trademark is being used and is well-known
abroad. Furthermore, the Court seems to presume constructive knowledge
if one is simply deemed to be a knowledgeable participant in the relevant
sector. This approach is entirely appropriate if the marks are identical or
extremely similar, and especially so if the foreign trademark is coined or at
least inherently distinctive.
125. This is the approach seen in the Computerworld and Etnies cases.
126. PORT, supra note 57, at 109. (In all fairness, Prof. Port was relying on what few
indications were available at the time, such as the Report by the Trademark Subcommittee
of the Industrial Property Rights Deliberative Council.)
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E. The South Park opposition proceeding
Comedy Central filed an opposition to the registration of the
trademark SOUTH PARK.' 2 7 The JPO found the trademark SOUTH PARK to
be ineligible for registration pursuant to Article 4(1)(xix).128 In August
1997, the cable television show "South Park" first aired on the Comedy
Central network in the United States and by the time the application for the
Japanese registration was filed in February 1998, the number of U.S.
viewers had reached 5.2 million. 129 Combined with the fact that various
South Park merchandise was manufactured and sold through licensing
agreements, the JPO held that the trademark SOUTH PARK had become
widely-recognized among consumers in the United States by the time of
filing.130 It also found bad faith on the part of the applicant,"' although its
reasoning was largely conclusory.
Although the JPO does mention that the television show "South Park"
was being aired in many countries, including Japan, at the time of the
decision, it does not claim or even suggest that the show was widely
recognized in Japan. Furthermore, the "widely recognized" requirement
must be met at the time the application is filed, not at the time the claim is
brought or the decision is issued. 32 The JPO seemed to require very little
proof of bad faith. However, a presumption of bad faith is appropriate
where the composition is identical to a coined or otherwise inherently
distinctive trademark, 133 as in this case - the trademark SOUTH PARK is
arbitrary, and thus inherently distinctive, when used to indicate a television
show or licensed apparel.
VII. Summary of Article 4(1)(xix) Case Law
The cases discussed above demonstrate that foreign trademark owners
have experienced little trouble meeting the two requirements of Article
4(1)(xix). Observing the manner in which the widely-recognized status
requirement has been met with such ease, judicial interpretation has






132. See Trademark law, supra note 3, art. 4, no. 3.
133. JPO Trademark Examination Guidelines, 42.25.
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arguably converted this requirement into a standard with a lower threshold,
such as "known" or "having a reputation." Conversely, if one were to
argue that the trademarks at issue in the cases discussed above are
genuinely well-known, then the term "well-known trademark" has been
diluted to the point where it would encompass a vast majority of
trademarks being used around the world. Indeed, if carried to its logical
extreme, considering a trademark's reputation within its relevant sector
would naturally lead to the conclusion that all trademarks are well-known,
because a court could define the "relevant sector" to be a miniscule niche
market in which every brand or trademark enjoys a significant reputation
among a handful of consumers and dealers. At minimum, the Court left no
doubt that a trademark need not reach the status of fame in order to meet
the widely-recognized status requirement under Article 4(1)(xix).
13 4
As for proving bad faith, the Court seems to grant a presumption in
favor of the foreign trademark owner if the mark is determined to be widely
recognized. 135 Because the widely-recognized requirement is becoming
increasingly easier to meet, the Court seems to require little more than the
fact that the registrant was aware of the trademark's use in a foreign
country. In fact, the Court presumed such awareness simply because the
registrant's status as a business dealing in the relevant sector suggested that
it would be knowledgeable about recent developments within the sector, as
was the case in iOffice2000.
Significantly, there is no need to prove actual consumer confusion or
even a possibility of confusion among consumers, since famous and well-
known trademarks are "equipped with broad commercial magnetism and it
can be said that these trademarks in and of themselves possess a value of a
proprietary nature"'136 (emphasis added). This approach is a strong
validation of Professor Kenneth L. Port's claim that the trademark right in
Japan is essentially a property right and is "much more similar to a patent
monopoly in the United States than to a common law trademark right of
exclusion." 137 However, his fear that protection of well-known trademarks
under Article 4(l)(xix) may not be sustainable "where fame is established
in Japan through use elsewhere"' 38 has clearly gone unrealized.
Subsequent decisions by the judiciary have demonstrated that a trademark
134. See supra Part F, Subpart 2.
135. See also Nishimura, supra note 58 (makes a converse, yet equally-valid argument,
that widely-recognized status is more-readily met when bad-faith is found).
136. JPO Trademark Examination Guidelines, 42.25, Note 3 (translated by the author).
137. PORT, supra note 57, at 2.
138. Id. at 109.
2004]
Hastings Int'l & Comp. L. Rev.
need not be used in Japan, and that it is sufficient that a trademark is well-
known abroad.
VIII. Policy Considerations
Few would contest the assertion that the doctrine of territoriality must
be retained in relation to certain limited aspects of trademark law.1
39
However, no readily-apparent interest is served in protecting the
appropriation of foreign trademarks. 140 Even the Person's court intimated
that Christman's appropriation of the Japanese trademark was lacking in
business morality and tainted with bad faith:
"[T]he law pertaining to registration of trademarks does not regulate all
aspects of business morality." When the law has been crafted with the
clarity of crystal, it also has the qualities of a glass slipper: it cannot be
shoe-homed onto facts it does not fit, no matter how appealing they
might appear. 141
Perhaps so, but courts also should not shy away from arriving at an
equitable holding, simply in the name of defending the doctrine of
territoriality.
With this fundamental principle in mind, I will make two principal
arguments. First, the United States should adopt an approach similar to
that of JTL Article 4(1)(xix) as interpreted by the Japanese judiciary:
foreign trademarks should be protected from domestic appropriation solely
on the basis of the imitator's knowledge of the foreign use. In justifying
this approach, it is crucial to clarify precisely why there is a need to prevent
appropriation of foreign trademarks that have no attaching goodwill
because they have never been used or have enjoyed any kind of reputation
in the United States. Thus, I will also argue that the best justification for
adopting this approach is protecting, first and foremost, the interest of the
foreign trademark owner and that the interest of the consuming public
should only be a secondary concern.
It is quite naYve for a court to be so eager to accept an appropriator's
claim that it was not aware that the rightful trademark owner planned to
expand to foreign markets, especially considering the advent of the internet
139. For example, problems presented by different scripts, trademarks that sound or
become identical or similar to indecent or obscene words in another language, identical or
similar trademarks that arise in the complete absence of bad-faith (i.e. purely coincidental
situations), etc.
140. James A. Carney, Setting Sights on Trademark Piracy: The Need for Greater
Protection Against Imitation of Foreign Trademarks, 81 TRADEMARK REP. 30, 44 (1991).
141. Person's, 900 F.2d at 1570.
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and the increasingly global nature of commerce. Accordingly, there should
be a presumption that every company eventually hopes to boost its profits
by expanding out to the global marketplace. 142 This is not a novel concept.
In a 1991 article that also criticized the Person's decision, James A. Carney
advocated the protection of foreign trademarks from domestic
appropriation based solely on the imitator's knowledge of foreign use.
14 3
However, Carney supported this approach by focusing primarily on the
potential adverse effects that trademark piracy may present to the public
interest. 44 Specifically, he cited the threat of future confusion and either
the deprivation or increased cost of genuine and quality products in the
marketplace as a consequence of an imitator's preemptive efforts. 1 45 But
emphasizing the foreign trademark owner's interest over the public interest
provides for a sounder justification for advocating the protection of foreign
trademark based solely on the imitator's knowledge of foreign use.
146
Prioritizing the foreign trademark owner's interest above all other
interests is crucial for justifying the protection of foreign trademarks on the
sole basis of the imitator's knowledge of foreign use because, in practice,
there will be companies that will either forego or never be afforded
opportunities to expand into the global marketplace. In such cases, it
would be reasonable for one to wonder whether these trademarks should be
afforded any protection at all by presuming an eventual expansion abroad
that will never occur. By definition, appropriations of these local
trademarks will very rarely cause consumer confusion 147 in the country
where protection is sought, and thus there would be no harm to the public
interest either. In addition, although it is probably true that deprivation or
increased cost of genuine quality goods may often result from trademark
appropriation, it should not be deemed an inevitable consequence. For
example, a large corporation could appropriate a trademark from a smaller
foreign company and may use it on a superior-quality good or service.
Although the consuming public would benefit in such a case, allowing such
142. Camey, supra note 140, at 38-39.
143. Id. at 31.
144. Id. at 38.
145. Id. at 38-40.
146. Cf Thomas J. Hoffmann & Susan E. Brownstone, Protection of Trademark Rights
Acquired by International Reputation Without Use or Registration, 71 TRADEMARK REP. 1,
2 (1981). ("[T]rademark protection based upon reputation alone is in the interest of fairness
to the trademark owner," though it is unclear whether "based upon reputation" refers to the
country where protection is sought or in the country of origin.)
147. That these forever-local trademarks will "never cause confusion" may be too bold
of a statement in this era of free-flowing information, as there will almost always be a
possibility of confusion via the intemet.
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conduct would be unfair to the foreign trademark owner. In fact, the only
way one could possibly claim that such an appropriation would be
equitable would be to hide behind the shield that is the doctrine of
territoriality.
If a company's decision not to expand is based on feasibility concerns
such as administrative difficulty or lack of sufficient capital, the company
could still profit by licensing the use of its trademark. If a company's
decision not to expand is based on ideological concerns, meaning that it is
simply not a company's goal or ambition to maintain a global presence,
then the proprietors' wishes should be respected by prohibiting the use of
its trademark(s) abroad. Finally, as suggested by Carney, even if a
company's decision not to expand is based on the current lack of demand
for the goods or services bearing its trademark, the possibility that the
brand will one day mature into a well-known or even famous trademark
remains.148 As such, a company's future entry into a foreign market should
not be impeded by a trademark appropriator who at best was too lazy to
create and adopt a unique trademark, and at worst was intentionally
preempting the foreign company's entry while disingenuously claiming
that the appropriation was in good faith because the company had yet to
express its intentions to expand into that market.
For the aforementioned reasons, it would make unequivocal sense to
extend protection to even those trademarks owned by entities that will
forever remain local concerns if and only if one were to focus on the
interests of the foreign trademark owners.
Some will no doubt contend that a trademark that is neither used nor
known within a particular country has developed no goodwill in that locale
and thus, in the absence of bad-faith, appropriation of foreign trademarks
should be permitted or, at the least, tolerated. At first glance, such an
argument does not seem to be completely without merit. Referring back to
the hypothetical situation at the very beginning of this note, if we accept
the premise that neither consumers of doughnuts in Japan nor the general
public in Japan have formed any kind of opinion (either favorable or
unfavorable) concerning the Krispy Kreme brand, then perhaps there is
nothing of value on which the registrant could free-ride. Yet, a closer
inspection reveals that a trademark with no reputation in a particular
country may nevertheless possess what Justice Frankfurter referred to as
''commercial magnetism":
A trademark is a merchandising short-cut which induces a purchaser to
148. Carney, supra note 139, at 38.
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select what he wants, or what he has been led to believe he wants. The
owner of a mark exploits this human propensity by making every effort
to impregnate the atmosphere of the market with the drawing power of a
congenial symbol. Whatever the means employed, the aim is the same-
to convey through the mark, in the minds of potential customers, the
desirability of the commodity upon which it appears. Once this is
attained, the trade-mark owner has something of value. If another
poaches upon the commercial magnetism of the symbol he has created,
the owner can obtain legal redress (emphases added).
A trademark may possess inherent "commercial magnetism" if it is
particularly impressionable. This may be distinguished from acquired
"commercial magnetism," such as secondary meaning. The trademark
owner may have expended considerable time and effort creating and/or
selecting a trademark to arrive at the elusive one that instantly makes a
connection with consumers. Thus, a trademark may possess "commercial
magnetism" even if the potential consumers in the country where
protection is sought may not be consciously aware that that they are being
drawn to that product or service because of the trademark. The mere fact
that a person or an entity chose to copy a particular trademark that does not
even enjoy a reputation in that country is a strong indicator in itself that
such a trademark possesses a certain degree of innate appeal. Moreover,
the enactment of the Federal Trademark Dilution Act of 1995150 indicates
that there is a trend towards the treatment of trademarks as something close
to a property right, worthy of protection in the complete absence of any
likelihood of confusion. 5 '
If it were presumed that there were only a finite number of "effective
marks" for businesses to select from, the preservation of such marks could
conceivably be raised as a countervailing interest against the protection of
foreign trademarks on the sole basis of the imitator's knowledge of use in a
foreign country. It is possible that the depletion of "effective marks" may
present a barrier to entering a new market and thus may prove detrimental
to maintaining healthy competition in the marketplace. However, the
protection of foreign trademarks proposed here is premised on the
imitator's use despite being aware of the foreign use, and is essentially a
means to disincentivize the registration of trademarks by parties acting in
bad faith. Thus, a coincidental selection of a mark which happens to be
149. Mishawaka Rubber & Woolen Mfg. Co. v. S.S. Kresge Co., 316 U.S. 203, 205
(1942).
150. Pub. L. No. 104-98, 109 Stat. 985 (1996).
151. Kenneth L. Port, The Congressional Expansion of American Trademark Law. A
Civil Law System in the Making, 25 WAKE FOREST L. REv. 827, 875 (2000).
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identical or similar to a mark that is already being used in a foreign country
should not give rise to protection unless, of course, the mark is famous or
well known. There is admittedly some force to the "preservation of
effective marks" argument with respect to descriptive marks. However,
there is no reason why such argument should also be applied to fanciful,
arbitrary or suggestive marks, because there is a seemingly-infinite number
of "effective marks" that could be created or selected in the future.
Conclusion
Japan has adopted a provision, JTL Article 4(1)(xix), to protect
foreign trademarks from trademark piracy. The express language of the
provision sets forth two separate requirements: (1) widely-recognized
status of the trademark in either Japan or abroad and (2) bad-faith on the
part of the registrant. In practice, however, the Japanese judiciary has
displayed the tendency of collapsing the two-pronged approach into a
single "totality of the circumstances" approach, accepting a lesser showing
for one or, at times, even both of the requirements. Article 4(1)(xix),
combined with other provisions of the JTL and UCPL, has proven to be
generally effective in defending the rights of foreign trademark owners.
On the other hand, U.S. law regarding the protection of foreign
trademarks has remained surprisingly and disappointingly static. This note
proposes that Person's be overruled and that a provision similar to JTL
Article 4(1)(xix) be adopted. Though there is certainly no legal obligation
for the United States to do so at the moment, it should carefully consider
the practical ramifications of refusing to extend adequate protection to
foreign trademarks. Because, in general, the piracy of U.S. trademarks in
foreign countries seems to be more prevalent than the piracy of foreign
trademarks in the United States, the United States would gain more than it
would lose by supporting an approach that would allow for stronger
protection of all trademarks outside of their countries of origin.
This is not to say that trademark law in Japan is generally more
equitable than in the United States. Rather, there remains an exceptional
segment of U.S. trademark law in which the judiciary has failed to exercise
the flexibility for which it is known. The conceptual framework of JTL
Article 4(1)(xix) is suggested as a solution to this problem.
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